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Applicant's arguments and IDS, filed 4/22/94 and 6/2/94, 

respectively, have been fully considered but they are not deemed 

to be persuasive. Rejections and/or objections not reiterated 

from previous office actions are hereby withdrawn. The following 

rejections and/or objections are either reiterated or newly 

applied. They constitute the complete set presently being 

applied to the instant application. 

If applicant desires priority under 35 U. S. C. § 120 based 
upon a parent application, specific reference to the parent 
application must be made in the instant application. It is noted 
that this appears as the first sentence of the specification 
following the title. Status of the parent application (whether 
patented or abandoned) should also be included. If a parent 
application has become a patent, the expression "Patent No. " 
should follow the filing date of the parent application. If a 
parent application has become abandoned, the expression 
"abandoned" should follow the filing date of the parent 
application. 

A copy of the executed PTO Form 1449 is enclosed. Several 
references listed thereon are lined through as not having been 
considered because no copy of these references has been supplied. 

35 U.S.C. § 101 reads as follows: 

"Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter or any new 
and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of 
this title". 

Claims 27-45 are rejected under 35 U.S.C. § 101 because 
there is no instantly disclosed utility for the double-stranded 
containing composition. This rejection is reiterated and 
maintained as set forth in the previous office action mailed 
10/22/93. Applicants argue that the double-stranded form is an 
intermediate prior to detection. This is non-persuasive in that 
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this utility has not been found in the disclosure as filed. 
Adding it at this time does not support the utility of the 
invention as disclosed. Also applicants argue that double- 
stranded form passes the strictures of utility irrespective of 
whether detection has been carried out. This is confusing and 
non-persuasive because the Examiner is unaware of such an 
inherent utility in double-stranded nucleic acid. 

Claims 27-47 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being 
unpatentable over claims 17-19 of U.S. Patent No. 4,994,373. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of reasons of record 
and not argued. Applicant has filed a terminal disclaimed which 
is being charged for its fee and under review regarding 
completeness. This rejection will be reviewed and withdrawn if 
appropriate after that review process is complete which should be 
complete shortly. 

The obviousness-type double patenting rejection is a 
judicially established doctrine based upon public policy and is 
primarily intended to prevent prolongation of the patent term by 
prohibiting claims in a second patent not patentably distinct 
from claims in a first patent. In re Vogel, 164 USPQ 619 (CCPA 
1970). A timely filed terminal disclaimer in compliance with 37 
C.F.R. § 1.321(b) would overcome an actual or provisional 
rejection on this ground provided the conflicting application or 
patent is shown to be commonly owned with this application. See 
37 C.F.R. § 1.78(d). 

No claim is allowed. 

THIS ACTION IS HADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 C.F.R. § 1.136(a). 
A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
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ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C. F. R. § 1- 136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Papers related to this application may be submitted to Group 
1800 by facsimile transmission. Papers should be faxed to Group 
1800 via the PTO Fax Center located in Crystal Mall 1. The 
faxing of such papers must conform with the notice published in 
the Official Gazette, 1096 OG 30 (November 15, 1989). 

The CM! Fax Center number is either <703) 305-3014 or (703) 
308-4227. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Ardin Marschel, Ph.D., whose telephone number is (703) 308-3894. 
The examiner can normally be reached on Monday-Friday from 8 A. M. 
to 4 P. M. 

If attempts to reach the examiner by telephone are 
unseccessf ul, the examiner's supervisor, Margaret Parr, can be 
reached on (703) 308-2454. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0196. 
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